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REMARKS 

Applicant respectfully requests further examination and reconsideration in view of the 
comments set forth fully below. Claims 1-12 and 15-17 were pending. Within the Office 
Action, Claims 1-12 and 15-17 have been rejected. By the above amendments, Claims 1,5,6 
and 10 have been amended. Claims 1-12 and 15-17 are now pending. 

By the above amendments, it has been further specified in the claims that the user 
equipment acts as an Internet Protocol (IP) client. Basis for this amendment is found within the 
Present Specification at least on page 2, line 28 as well as step S20 on page 1 1 . 

Rejections Under 35 U.S.C. § 101: 

Within the Office Action, Claim 5 has been rejected under 35 U.S.C. § 1 0 1 because the 
claimed invention is directed to non-statutory subject matter. The Applicants respectfully 
disagree. By the above amendment. Claim 5 has been amended to specify that the home location 
database is stored on a computer readable medium. Further, as previously argued, the 
independent Claim 5 is directed to a home location database for maintaining address data 
identifying a current location of a user equipment. Such a home location database is a physical 
entity found with a mobile telecommunications network. Within the Office Action it is stated 
that the home location database is not capable of causing functional change in the computer. As 
taught within the present specification, the home location database maintains address data 
identifying a current location of a user equipment. [Present Specification, page 1 , hncs 27-29] It 
is further taught within the present specification, that the home location database is operable to 
provide the gateway mobile switching centre with an address of the IP/SMS gateway stored in 
the home location database in association with the subscriber identify number. [Present 
Specification, page 2, lines 3-5] Thus, the home location database, as claimed in Claim 5 is 
capable of causing fiinctional change in the computer. For at least these reasons, this rejection of 
Claim 5 vinder 35 U.S.C. § 101 should be withdrawn. 

Rejections Under 35 U.S.C. § 103; 

Within the Office Action, Claims 1, 2, 6-12 and 15-17 have been rejected under 35 
U.S.C. § 103(a) as being unpatentable over U.S. Patent Application Publication No. 
2001/0036173 to Shmulevich et al. [hereinafter Shmulevich] in view of GSM 3GPP TS23.040 
(V4.8.0, 06-2003) [hereinafter TS23.040]. The Applicants respectfully disagree. 
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Shmulevich teaches a telecommunications system in which signalling data, voice data, 
packet data etc., is communicated between a number of mobile telecommunications networks via 
a packet data link provided by an IP network (as opposed to communication of this data via a 
conventional circuit switched link). However, as is clear from Figures 1-5 of Shmulevich, the IP 
network connections exist between the various network gateways (GW) of the mobile network 
and not between the mobile network and the User Equipment (UE). This is illusfrated for 
example in paragraph [0054] cited within the Office Action: 

". . .Gateway 74 also serves as a SMS gateway, to carry SMS messages between SMS center 42 
and the switches in cellular network 22 via packet-switched network 90." [Shmulevich, T| 0054, 
emphasis added] 

In other words, SMS messages are fransmitted within the mobile network via a packet 
data connection, but only between switching cenfres. SMS data is not fransmitted to individual 
devices (User Equipments) via an IP network. 

Shmulevich contains no teaching in which the UE is attached to the ff network (as 
required by the independent Claims 1, 6 and 10). Rather, it is the standard mobile network 
components (for example the base station controller 1 12 shown in Figure 5 and the gateways 
mentioned above) which are attached to the IP network. Therefore, all that is taught in 
Shmulevich is a UE communicating with a mobile network in a conventional manner except for 
the fact that the mobile network communicates data between core network components via a 
packet switched IP network connection. 

In order to make this distinction absolutely clear, as set out above, the independent claims 
have been amended to specify that the UE acts as an IP client As will be appreciated, in the 
context of IP network communication, this necessitates that the mobile user equipment has its 
own IP address and is communicating data directly via the IP network. This feature is taught 
neither in Shmulevich nor TS23.040 and accordingly distinguishes the presently claimed 
invention as defined in Claims 1, 6 and 10 from the teachings of Shmulevich, TS23.040 and their 
combination. 

The independent Claim 1 is directed to a telecommimications system for communicating 
a Short Message Service (SMS) message to a user equipment using a subscriber identity number 
terminating on an Internet Protocol network using an Internet Protocol (IP), the user equipment 
acting as an Internet Protocol (IP) client. The system of Claim 1 comprises a short message 
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service centre (SM-SC), a gateway mobile switching centre (GMSC) of an SMS network for 
communicating SMS messages, an Internet Protocol/SMS (IP/SMS) gateway for communicating 
between the SMS network and the IP network and a home location database (HLR/HSS) for 
maintaining address data identifying a current location of a user equipment, the gateway mobile 
switching centre being operable in response to the SMS message received from the short message 
service centre to interrogate the home location database for an address to which the SMS 
message should be sent, the home location database being operable to provide the gateway 
mobile switching centre with an address of the IP/SMS gateway stored in association with the 
subscriber identity number, the gateway switching centre being operable to send the SMS 
message to the IP/SMS gateway, the IP/SMS gateway being operable to retrieve an Internet 
Protocol address corresponding to the subscriber identity number stored in an IP/SMS database 
associated with the IP/SMS gateway, and to communicate the SMS message to the user 
equipment at the retrieved IP address via the IP network, wherein the IP network includes an 
authentication server which is operable to determine the IP/SMS gateway address from the IP 
network via which the user equipment is communicating, and to communicate the IP/SMS 
gateway address to the home location database, the ff/SMS gateway address being stored in the 
home location database in association with the subscriber identity number for retrieval by the 
gateway mobile switching centre in response to the received SMS message. As described above, 
neither Shmulevich, TS23.040 nor their combination teach user equipment acting as an Internet 
Protocol (IP) client. For at least these reasons, the independent Claim 1 is allowable over the 
teachings of Shmulevich, TS23.040 and their combination. 

Claims 2 and 15 are both dependent upon the independent Claim 1. As discussed above, 
the independent Claim 1 is allowable over the teachings of Shmulevich, TS23.040 and their 
combination. Accordingly, Claims 2 and 15 are both also allowable as being dependent upon an 
allowable base claim. 

The independent Claim 6 is directed to a method of communicating a Short Message 
Service (SMS) message to a user equipment using a subscriber identity number terminating on an 
Intemet Protocol (P) network using an Internet Protocol (IP), the user equipment acting as an 
Internet Protocol (IP) client. The method of Claim 6 comprises maintaining address data 
identifying a ciorrent location of the user equipment in a home location database, receiving the 
SMS message at a gateway mobile switching centre (GMSC) of an SMS network for 
communicating the SMS message, providing, to the gateway mobile switching centre, from the 
home location database an address of an Intemet Protocol/SMS gateway for communicating 
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between the SMS network and the IP network, sending the SMS message to the IP/SMS 
gateway, retrieving the IP address corresponding to the subscriber identity number from an 
IP/SMS database associated with the IP/SMS gateway, and communicating the SMS message to 
the user equipment at the retrieved ff address via the IP network, wherein the maintaining the 
address data comprises determining the ff/SMS gateway address from the IP network via which 
the user equipment is communicating using an authentication server connected to the IP network, 
communicating the IP/SMS gateway address from the authentication server to the home location 
database, and storing the ff/SMS gateway address in the home location database in association 
with the subscriber identity number for retrieval in response to the received SMS message. As 
described above, neither Shmulevich, TS23.040 nor their combination teach user equipment 
acting as an Internet Protocol (IP) client. For at least these reasons, the independent Claim 6 is 
allowable over the teachings of Shmulevich, TS23.040 and their combination. 

Claims 7-9 and 16 are all dependent upon the independent Claim 6. As discussed above, 
the independent Claim 6 is allowable over the teachings of Shmulevich, TS23.040 and their 
combination. Accordingly, Claims 7-9 and 16 are all also allowable as being dependent upon an 
allowable base claim. 

The independent Claim 10 is directed to a telecommunications system for communicating 
a Short Message Service (SMS) message to a user equipment using a subscriber identity nvimber 
terminating on an Intemet Protocol (IP) network using an Internet Protocol (P), the user 
equipment acting as an Intemet Protocol (IP) client. The system of Claim 10 comprises means 
for maintaining address data identifying a current location of the user equipment in a home 
location database, means for receiving the SMS message at a gateway mobile switching centre 
(GMSC) of an SMS network for communicating the SMS message, means for providing, to the 
gateway mobile switching centre, from the home location database an address of an Intemet 
Protocol/SMS gateway for communicating between the SMS network and the ff network, means 
for sending the SMS message to the ff/SMS gateway, means for refrieving the IP address 
corresponding to the subscriber identity number from an IP/SMS database associated with the 
IP/SMS gateway, and means for communicating the SMS message to the user equipment at the 
refrieved IP address via the IP network, wherein the means for maintaining the address data 
comprises means for determining from an authentication server forming part of the ff network 
the IP/SMS gateway address via which the user equipment is communicating, means for 
communicating the IP/SMS gateway address from the authentication server to the home location 
database, and means for storing the IP/SMS gateway address in the home location database in 
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association with the subscriber identity number for retrieval in response to the received SMS 
message. As described above, neither Shmulevich, TS23.040 nor their combination teach user 
equipment acting as an Intemet Protocol (IP) client. For at least these reasons, the independent 
Claim 10 is allowable over the teachings of Shmulevich, TS23.040 and their combination. 

Claims 11,12 and 17 are all dependent upon the independent Claim 10. As discussed 
above, the independent Claim 10 is allowable over the teachings of Shmulevich, TS23.040 and 
their combination. Accordingly, Claims 11,12 and 17 are all also allowable as being dependent 
upon an allowable base claim. 

Within the Office Action, Claims 3-5 have been rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Shmulevich in view of TS23.040 and further in view of Uyless Black 
(Mobile & Wireless Networks published in 1999) [hereinafter Uyless]. The Applicants 
respectfully disagree. 

It is stated within the Office Action that Uyless teaches that GPRS class A and B 
(stations) monitors (sic) packet switched system which refers to having indicator or flag to 
monitor. It appears therefore that it is considered within the Office Action that this teaches the 
monitoring and setting of a flag in dependence on whether a GPRS UE is communicating via an 
IP network. The Applicants respectfiilly disagree with this conclusion. In Uyless, what the 
citation is actually explaining are the capabilities of different classes of GPRS user equipment. 
Class A stations (i.e. UEs) can support both circuit switched and packet switched data traffic 
simultaneously (for example engaging in a circuit switched voice call and a packet switch data 
call at the same time), as opposed to class B stations which can attach to both circuit switched 
systems and packet switch systems whilst monitoring both systems, but can only support traffic 
for either circuit switch or packet switched traffic at any one time. The fact that a class B station 
is capable of "monitoring" both circuit switched and packet switched networks does not imply 
that a flag is set when the UE is attached to an ff network, it simply means that the UE monitors 
the air interface for activity on the packet switched connection. Furthermore, the independent 
Claim 5 has been amended by the above amendments to specify that the flag indicates if the user 
equipment is acting as an P client. This is clearly not taught in Uyless, as a GPRS packet 
switched connection does not make the UE an ff client (i.e. connected to an IP network with an 
IP address). Accordingly, neither Shmulevich, TS23.040, Uyless nor their combination teach a 
flag indicating if the user equipment is acting as an IP client. 

Claims 3 and 4 are both dependent upon the independent Claim 1 . As discussed above, 
the independent Claim 1 is allowable over the teachings of Shmulevich, TS23.040 and their 
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combination. Accordingly, Claims 3 and 4 are both also allowable as being dependent upon an 
allowable base claim. 

The independent Claim 5 is directed to a home location database stored on a computer 
readable medium, the home location database for maintaining address data identifying a current 
location of a user equipment, the address data providing an address to which an SMS message 
addressed to the user equipment at a subscriber identity number should be sent. The home 
location database of Claim 5 is arranged to provide a gateway mobile switching centre with an 
address of an IP/SMS gateway for communicating the SMS message to the user equipment at the 
subscriber identity number, when the user equipment is communicating via an Internet Protocol 
(IP) network using an Internet Protocol, communication being terminated on the IP network and 
the user equipment acting as an Internet Protocol (IP) client, the address of the IP/SMS gateway 
being provided by an authentication server, which determines the IP/SMS gateway from the IP 
network via which the user equipment is communicating the home location database being 
arranged to store for at least the subscriber identity number of the user equipment, a flag 
indicative of whether the user equipment is currently communicating via the IP network and 
acting as an Internet Protocol (IP) client, and if the flag is set to indicate that the user equipment 
is currently communicating via the IP network, an address of the IP/SMS gateway to which SMS 
messages should be sent. As described above, neither Shmulevich, TS23.040, Uyless nor their 
combination teach a flag indicating if the user equipment is acting as an Internet Protocol (IP) 
client. For at least these reasons, the independent Claim 5 is allowable over the teachings of 
Shmulevich, TS23.040, Uyless and their combination. 

Applicants respectfully submit that the claims are in a condition for allowance, and 
allowance at an early date would be appreciated. Should the Examiner have any questions or 
comments, they are encouraged to call the undersigned at (408) 530-9700 to discuss the same so 
that any outstanding issues can be expeditiously resolved. 

RespectfiiUy submitted, 
HAVERSTOCK & OWENS LLP 

Dated: December 15. 2008 Bv: /Jonathan O. Owens/ 

Jonathan O. Owens 
Reg. No.: 37,902 

Attorneys for Applicant 
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